Appl. No. 10/799,826 

Amdt. Dated April 4, 2008 

Reply to Office Action of January 14, 2008 

REMARKS / ARGUMENTS 

1. Response to January 14, 2008 Office Action 

The Office Action initially rejects pending claims 1-23 over a primary reference to 
Mahany (US 5,657,317) under 35 U.S.C. 102(b), or under 35 U.S.C. 103(a) over the primary 
reference to Mahany in combination with either Hassett (US 5,347,274) or Tsukamoto (US 
2003/0014334). For the reasons explained herein, the Assignee respectfully traverses the 
rejections. 

For the convenience of the Examiner and clarity of purpose, Assignee has reprinted 
portions of the substance of the Office Action below. Assignee's arguments immediately follow 
in regular font. The independent claims are claims 1 and 12. The Office Action states: 

2. Claims 1, 5-15, iS-23 are te*&a*d ^ w * - * ■* - r -vc 
toy -fflltmt «t«i« m ^m^MTrmimmmmmmf } 

3. With re*f»et fc> «t*i*s 1 : tm*m mtimm, 

a a waste rrtanagenMtn* ^--r sysfs ha s memory, 

processor & m npi* ateweot cul^ , — t t ^ 

to process waste manager*** dais for tracing a ' a > ^ <- stwags 

3 ) ,v p r * 1 r * * - > - fo* " 

*v < i < - , - t ' v <~ ► a - \ s ox^ 

=»a htJ C VM I 1 Ml! , 

O' t-X \ K ' - 1 f ■ ^! « < U.i- u 

v > I t %i iaivotefo id " - fossss uper; d«:fowy. versfosi! is 

automatiutfy ttxst^ u mmmy mmmr) m$ 
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11, With respect to claim 12: Mahany discuses a using a waste msnagwnenS 
electronic base r f , * 3 s •, > - n 

- r, t ? proct vaste r < -f * j 

t track'- ^ a t t ■ -« a . te s ^ ^ t 

r« i i o ~v 1 v) - 

m. vu*in u f i t r - 4 f 

b tni - 1 w f i'i|> i vu , ^ -> driven £n>, *hs> a^xfc 
< is <d for delivery ^ tf < * c a& * oca^s a? *> ^ occurs N > «r?l^ 
Fig 31 col 11 iVHStSO-coi 12 iir* 14 ooi :8 iw. "4 : - * - t( o *6 

system; eoi 62, «n«s 4-18 and 45-59 - \mwm\ in m true* automrttaffv «etore 
"prelim ftr> invoicr to aw base station upon oc o ea -»u 
routed to inventory compyttr) and 

Assignee respectfully traverses the rejection of the independent claims 1 and 12 and 
associated dependent claims. Assignee does not accede to the Office Action's characterization 
of Mahany as applied to the claims, and Assignee respectfully reserves its right to disagree with 
that characterization in the future. For a prior art reference to anticipate in terms of 35 U.S.C. § 
102(b), each and every element as set forth in the claims must be found, either expressly or 
inherently described, in a single prior art reference. In re Schreiber, 128 F.3d 1473, 1477 (Fed. 
Cir. 1997); see also Verdegaal Bros. v. Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed. 
Cir. 1987); MPEP § 2131. Further, according to the single source rule, all of the claim's 
limitations must be contained in a single reference, see, e.g., Brown v. 3M, 265 F.3d 1349, 1351 
(Fed. Cir. 2001). 

Each passage of Mahany cited in the above statement in the Office Action is repeated for 
reference below: 
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Col. 46, lines 38-50: 




45 p. urn. 4 i pt-nnVial .* t^rtux- < % - - - ; „ + Q\o 

uai LAN tu ! ; - ~ 

delivery information tecfc to the host asmpfe 3^11 iw 
billing uuvi si oi g 



Fig. 31: 
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Col. 11, line50-col. 12, line 14: 

so 

l\vo periphuj-sii L \ ^ > 4 
ooiimimtcatloa betweea &ae& x&Mte sowpvMag sfcvfcs 35 
acd 3ft anU its t?-p- • ^44 aad 4S 

v„buHittK m-tui . -T-i! t, i n "iom iUsKj-' 

&e premise LAW? - 1L\N# g 

t > ■ * . i 1 <, , i < • v > ' f* 1 << 

«ai urvacr 43, \kh > t r isooi LAN 4i cCHiiWs -5 Ik" 

m,u u r t iti si; *t 1 1 • M' ; < s 

44 m$ 4$, 

I 1< £ >ri to she so 

si } . h<> ' s ; 55 , n> < « 5 < \-i 
statforo 5% 59. 1 

I i si n 5T r*K <. $y :> , < fsf , \ „ 

0t> pn mi i ^ » n f> ^An i * i ( i 6? 

tl'i 1 <■ i S" < il , * § « f 5 ' 4 

sUii^fis M, 57 and m mum «ad* &&m m& the bast 
co*Espai«rS5vta« ;<jc< ti;. ... • , ^tos?9 

statioa 58. 

The base stations 56, 5ft ami 5^ ort mutepk 

5 mubfiet.x>ffl|HitingUer\av^ K> \> f .mofcSb 

as s i |t thu in * h t r n r > - ^ • 

mfsinti m^i »mrou tu hi h * sti^ Of^| <:>< v s ■ 

ir . fa i zimmimicmtm. u\4 mo thz mm I 

f" '!> 1 's'C » t li 1 j' ' I 

v « f> I 1 ! 1 & • Sit < i ?S J Ki s^f 

57 5S u,^5*J c < i , M ft^ »,m 
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Col. 28, lines 14-36: 




Col. 29, lines 55-59: 



14H Vportisbi mdbih etevic; 1413 is 
wMi base statfoa 140L which acts as a © 
portable, n t 1413 ^1X0 

h) b?st statt< **n pi rial k mobile 4esi« 



ptBStfortbe 



adoring Ws, 0iw OOSL il <> i< 
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Col. 46, lines 38-50 is shown above. 
Col. 62, lines 4-18 and 45-59: 

At tite remote warehouse 451% fee stefew tmckmm 
5 loJtfird por^aa; i\ «\ * > ed &?m\ the 

bveatorv computer 4511 ing track 

eh the prs nriv E th ' A -1 , W * . * M 
"ti' 1 * ^utK> -15 5 " trs t t - j 1 - ; * 

4St?4atoDiaiH.ai> *ui< -ru^ 'ofe? retail prcrn^ I \N 
s 'at (ion 4517 < < ^a>M£U«- 

J r n i . » > n , n story r<sq« st toll ;;^k>r> cost; 
putcr 45 U In t vjvav; dock v or* \ est * ~> 

pS^MUv* f « M. ~ i 4 4SP 

iciii»K!f 4515 in the de h - >m-\ &u --. Acutt 
without rv U\m>i ,0 , ► docK 

45 Upon confirrn is < «k worker, a 

verified m voice is autoou « 1 ge.s«ra v it* radio 
t«miaal4515 and r* «L«I i-ti > - % t < ^ t:r 4S!i fm 
iawatwy a«d billing purpose*. 1 ^ iv vorfeevi 
! '-M!^ is wifti t tt s: b - 45 ;m ^.nr-i: , 
f occur as f - 3 * „ 1 ■ k 3 m he w^xbou 
However, to aeecemiMsse remudBg la sMMfo&s 
* f k ^ ^ " i xUi aed away at the mad "Sort fee 
t tii » 5 fm)! ti 4^15 i^Hi t 5 it, r i f. •< 
diut -h to j * „ ^ - 

nuoc» whin a a,lo«s *<t & **vJ j * i« 

;ih 5jr>- site* 

These referenced passages in Mahany are cited by the Office Action to show that Mahany 
discloses a waste management electronic base system, adapted to process waste management 
data of a waste storage unit, billing a customer associated with a waste removal, and paying 
personnel for services associated with the waste removal. 
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However, upon reviewing each referenced portion cited in the Office Action, Mahany 
utterly fails to teach a waste management system as required in claim 1 or using a waste 
management electronic base system as required in claim 12 for tracking a location of a waste 
storage unit, paying personnel for services associate with the waste removal, and so forth. Even 
a word search through Mahany reveals the limited and totally different use of "waste" or a 
derivative thereof in three instances shown below where "waste" is italicized, all unrelated to 
waste removal: 

Col. 1, lines 5-9: "Multiple radio base station networks have been developed to 
overcome a variety of problems with single radio base station networks such as 
spanning physical radio wave penetration barriers, wasted transmission power by 
portable computing devices, etc." 

Col. 3, line 60- col. 4, line 15: "Another solution has been to set up Local Area Networks 
(LAN's) utilizing various forms of RF (Radio Frequency) communication. . . . 
Similarly, in such systems, the computer terminals are also required to remain 
active to receive an occasional communication not only from the other terminals 
or the host, but also from the peripherals. Again, often unnecessarily, battery 
power is wasted." 

Col. 32, lines 34-39: "Once the unit attaches to a base, the message must be transferred 
from the previous base station for delivery to the unit. All of these activities 
require transmission bandwidth on either the backbone or RF media, waste 
processing resources within the premise LAN, and result in delayed delivery." 

None of these uses of the word "wasted" or "waste" are remotely related to the waste 
removal system of the present invention. Mahany uses "wasted" or "waste" for meaning 
inefficient operation, not waste removal services. Further, the undersigned found no referenced 
portion that discloses paying personnel for services associated with the waste removal, as 
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required by claims 1 and 12. The only "pay" in Mahany is "payload." 

The Mahany reference appears to be cited on the basis of prohibited hindsight in trying to 
fit the "square peg in a round hole." Applying Mahany is contrary to the admonition in the 
recent Supreme Court case of KSR Int'l v. Teleflex Inc., 127 S.Ct. 1727, 1742 (2007), where it 
states: "A factfinder should be aware, of course, of the distortion caused by hindsight bias and 
must be cautious of arguments reliant upon ex post reasoning. See Graham, 383 U.S., at 36, 86 
S.Ct. 684 (warning against a "temptation to read into the prior art the teachings of the invention 
in issue" and instructing courts to " 'guard against slipping into the use of hindsight' " (quoting 
Monroe Auto Equipment Co. v. Heckethorn Mfg. & Supply Co., 332 F.2d 406, 412 (C.A.6 
1964)))." 

The Office Action further cites Mahany against dependent claims of independent claims 
1 and 12. It is believed that a detailed discussion of each dependent claim is not needed in light 
of the lack of teaching of Mahany against a waste removal system, as claimed in claims 1 and 12. 
However, for further comment, the Office Action rejects claims 10, 14, and 23 as follows: 

9. With respect to claims 10, 14 m$ 23: ®M$oms ®m poslabfe mi Is 

adapted to t&qa*® predetermined ©perai&r Ifp4. for a first operation to mtess-s the 
operator to parfom a ne*f , * oi f l v~ ^ " - v -* v -j 
hie in » i ii t , i i < < «*» , » to x 
u (fj< ii tm ^ - ,ii ^nti t , r * J* - 

Assignee respectfully traverses this characterization as well. The cited passage, Col. 62, 
lines 4-18 and 45-59 is referenced below: 
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deiiv«ry sitc^ 

There is nothing in the cited passage that requires predetermined operator input as 
claimed in dependent claims 10, 14, and 23. Quite the opposite, the system automatically 
performs its operations without operator input. 

The section 102 rejection cannot stand according to case law or MPEP. The Examiner is 
respectfully requested to withdraw this rejection. 
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15. Claims .2 ami 1$ are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mahany in view of Hassett {US S,M7,23% 

18. With respect to claims 2 and 16: Mahany teaches the Imitations in the 
rejections above. However, Wahany does- not teach a waste removal vehicle and a 
waste storage unit selectively coupled with the waste removal ve^de. Hassett teaches 
a waste removal vehicle and a waste storage unit seleelvety coupled with the wests 
removal vehicle, (col. 3.. lines 52-62 - "the invention contemplates embodiments 
adapted to all modes of transport... the term "vehicle" as used in the disclosure and the 
patent claims herein is to include boat, airplane, truck, rail car or engine, and ail other 
forms of transport vehicle, as well as such tanks, containers or vessels as may 
demourcfabiy attach to or be carried by a transport vehicle"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine to portable wireless system of Mahaoy with the waste 
removal and storage unit in Hassett because of the need to 'generate or update reports, 
or warnings, as appropriate" (Hassett col. 4, lines 43-47). 

Assignee respectfully traverses the rejection. "A patent composed of several 
elements is not proved obvious merely by demonstrating that each element was, 
independently, known in the prior art. Although common sense directs caution as to a 
patent application claiming as innovation the combination of two known devices according 
to their established functions, it can be important to identify a reason that would have 
prompted a person of ordinary skill in the art to combine the elements as the new invention 
does." KSR Intern. Co. v. Teleflex Inc., 127 S.Ct. 1727, 82 USPQ2d 1385, 1389 (2007). If 
a first reference "did in fact teach away from [a second reference], then that finding alone 
can defeat [an] obviousness claim." Winner Int' I Royalty Corp. v. Wang, 202 F.3d 1340, 53 
USPQ2d 1580, 1589 (Fed. Cir. 2000). 
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"A factfinder should be aware, of course, of the distortion caused by hindsight bias and must 
be cautious of arguments reliant upon ex post reasoning. See Graham, 383 U.S., at 36, 86 S.Ct. 684 
(warning against a 'temptation to read into the prior art the teachings of the invention in issue' and 
instructing courts to " 'guard against slipping into the use of hindsight' " (quoting Monroe Auto 
Equipment Co. v. Heckethorn Mfg. & Supply Co., 332 F.2d 406, 412 (C.A.6 1964)))." KSR, 111 
S.Ct. 1727. Further, it "is difficult but necessary that the decision maker forget what he or she has 
been taught . . . about the claimed invention and cast the mind back to the time the invention was 
made (often as here many years), to occupy the mind of one skilled in the art who is presented only 
with the references, and who is normally guided by the then-accepted wisdom in the art." (MPEP 
§ 2141.01, citing W.L. Gore & Associates, Inc. v. Garlock, Inc., 7231 1540, 220 USPQ 303, 313 
(Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984)). 

Mahany has been differentiated above and does not teach, show, or suggest a waste 
management system or provide motivation for a waste management system, and does not teach 
paying personnel for services associated with the waste removal, among other things. Hassett 
teaches a hazardous waste shipment system that provides monitoring and control to verify the 
location and condition of each shipment. (Abstract.) Hassett provides a method of electronically 
marking, identifying and managing hazardous cargo and vehicles to decrease the risk to the 
general public and cost effectively provide detailed information on hazardous cargo, status and 
route. (Col. 1, 11. 56-60.) "Such information would also enhance safety measures for emergency 
personnel called to handle an accidental rupture of a hazardous material container." {Id. at 60- 
62.) Hassett can include sensors to detect the condition of the load and store the information to 
memory on the mobile unit and communicate to a driver or to an on-route base station as the 
container and mobile unit pass by. (Col. 2, 11. 46-54.) 

Hassett is concerned with enhancing public safety for and during the transportation of 
hazardous waste. Hassett does not teach, show, or suggest or provide motivation for a system or 
method that, among other things, is adapted to process waste management data for tracking a 
location of a waste storage unit, billing a customer associated with a waste removal, and paying 
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personnel for services associated with the waste removal, as required in claim 1. Likewise, 
Hassett does not provide a method that, among other things, uses a waste management electronic 
base system that tracks a location of a waste storage unit, bills a customer associated with a 
waste removal, and pays personnel for services associated with the waste removal. 

Thus, Hassett does not make up the deficiency that is in Mahany. Moreover, the 
combination of Mahany and Hassett does not teach, show, or suggest or provide motivation for 
the claimed invention. It would not be obvious in light of Mahany and Hassett to combine the 
references and then further add the payroll and billing features not described or discussed in 
either reference. The Examiner is respectfully requested to withdraw the rejection of Mahany in 
view of Hassett. 
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17, Claims % 4, 1? and 1« are rejected under 38 U.S..C 103(a) as being 
unpatentable over Sfahany in view of Tsifkaraofo fUS tmmmimUA% 

18. With respeet 10 citimt 3 sod 17; Mahany l^mtm m feltalloas in &m 
m®i.b«u% above Hwvsnof tyi iM^ J 0$ nci se ") o *-5<,v o-->^-ss^ ^d,,^^ 
waste and the system is adapted to comply with <* i - i " j sled with the 
industrial waste. Tsukamoto leases the waste comprises industrial waste and the 
system is adapted io comply with a manifest associated with the industrial waste, 
(paragraph 23- 'items transferred as said manifest data 6 are data such as the type, 
quantity, weight, shape, type of packing, and the results of component analysis of the 
waste i and the locations, names and people in charge of the discharging company 8, 
the collection/transportation company 9, and the company 10 dealing with intermediate- 
treatment/finaWisposat in this mode, it Is preferable that the manifest data 6 many be 
transferred to the data management unit 5 by the record-transfer means 4 with the 
signatures of people in charge by using personal digital assistants, Portable telephones 
capable of transferring text data, electronic notebooks having communication functions 9 ) 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine to portable wireless system of Mahany with the 
electronic manifest of Tsukamoto because of the need for alt parties to have access to 
data via access means such as the Internet. (Tsukamoto: paragraph 20} 

The Assignee respectfully traverses the rejection. Mahany has been differentiated above 
and does not teach, show, or suggest a waste management system or provide motivation for a 
waste management system, and does not teach paying personnel for services associate with the 
waste removal, among other things. Tsukamoto teaches a system and method of communicating 
images and data on the state of waste disposal, generally through still and/or moving images of 
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the various steps of waste disposal, along with manifest data and transportation routes to 
determine whether waste is being reliably and safely disposed. (Para. 0006.) The manifest data 
can be transferred to a data management unit by record-transfer means with signatures of people 
in charge by using PDAs. (Para. 0023.) Manifest data can include the "type, quantity, weight, 
shape, type of packing, and the results of component analysis of the waste 1 and the locations, 
names, and people in charge of the discharging company 8, the collection/transportation 
company 9, and the company 10 dealing with intermediate-treatment/final disposal." (Id.) 

While Tsukamoto teaches transferring manifest data, Tsukamoto does not teach 
generating the manifest. Tsukamoto may efficiently transfer the data electronically after the 
manifest is generated, but has no teaching, suggestion, showing, or motivation to generate the 
manifest, as claimed in claim 17. Further, Tsukamoto does not even teach, show, or suggest that 
the system is adapted to comply with a manifest associated with the industrial waste, as claimed 
in claim 3. The Examiner is respectfully requested to withdraw the rejection. 
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19. With respect to claim 4: Mahany teaches the limitations in the rejections 
above. However, Maharty does not teach the base system generates a manifest based 
on information from a generator of waste obtained from the portable ynft. Tsukamoto 
teaches the base system generates a manifest based on information from: a generator 
of waste obtained from the portable unit, (paragraph 23 ~ Items transferred as said 
manifest data 6 are data such as the type, quantity, weight, shape, type of packing, and 
the results of component analysis of the waste 1 and the locations, names and people 
in charge of the discharging company 8, the ooBection/transporlation company 9, and 
the company 10 dealing with int&rmsdiale-tfeatment/fjnaKdjsposaS. In this mode, it is 
preferable that the manifest data 6 many be transferred to the data management unit 5 
by the record-transfer means 4 with the signatures of people in charge by using 
personal digital assistants. Portable telephones capable of transferring text data, 
electronic notebooks having communication functions' } 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine to portable wireless system of Mahany with the 
electronic manifest of Tsukamoto because of the need for all parties to have access to 
data via access means such as the internet. (Tsukamoto: paragraph 20) 

Assignee respectfully traverses the rejection. Mahany has been differentiated above and 
does not teach, show, or suggest a waste management system or provide motivation for a waste 
management system, and does not teach paying personnel for services associate with the waste 
removal, among other things. Tsukamoto teaches a system and method of communicating 
images and data on the state of waste disposal, generally through still and/or moving images of 
the various steps of waste disposal, along with manifest data and transportation routes to 
determine whether waste is being reliably and safely disposed. (Para. 0006.) The manifest data 
can be transferred to a data management unit by record-transfer means with signatures of people 
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in charge by using PDAs. (Para. 0023.) Manifest data can include the "type, quantity, weight, 
shape, type of packing, and the results of component analysis of the waste 1 and the locations, 
names, and people in charge of the discharging company 8, the collection/transportation 
company 9, and the company 10 dealing with intermediate-treatment/final disposal." {Id.) 

While Tsukumoto teaches transferring manifest data, Tsukamoto does not teach 
generating the manifest. Tsukamoto may efficiently transfer the data electronically after the 
manifest is generated, but has not teaching, suggestion, showing, or motivation to generate the 
manifest, as claimed in claim 4. The Examiner is respectively requested to withdraw the 
rejection. 
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re With respect to eteim 18' VSifwv teaches >^ 
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The Assignee respectfully traverses the rejection. Mahany has been differentiated above 
and does not teach, show, or suggest a waste management system or provide motivation for a 
waste management system, and does not teach paying personnel for services associate with the 
waste removal, among other things. Tsukamoto teaches a system and method of communicating 
images and data on the state of waste disposal, generally through still and/or moving images of 
the various steps of waste disposal, along with manifest data and transportation routes to 
determine whether waste is being reliably and safely disposed. (Para. 0006.) Tsukamoto does 
not make up the deficiency of Mahany so as to teach, show, suggest or provide the motivation 
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for the claimed invention. The Examiner is respectively requested to withdraw the rejection. 

For at least these reasons, Assignee respectfully submits that the claims 1-23 are 
patentable over the disclosure and teaching of Mahany, alone, or in combination with Hassett 
and/or Tsukamoto. Reconsideration and withdrawal of this rejection is requested. 

2. Conclusion 

Claims 1-23 are currently pending in this application and are presented with the above 
remarks for the Examiner. Assignee submits that each claim presented herein is patentable. A 
timely notice of allowance is respectfully requested. 

Assignee thanks the Examiner for her consideration and effort on this file. If there are 
any questions or if additional information is needed, the Examiner is invited to telephone or 
email the undersigned. 

Respectfully submitted, 

Locke Lord Bissell & Liddell LLP 

/D. Brit Nelson/ 
D. Brit Nelson 
Registration No. 40,370 
713-226-1361 
713-223-3717 (Fax) 
bnclsonfelockclord.com 
Attorneys for Applicants 
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